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As you may know, the U.S. Patent and Trademark
Office (USPTO) issued three major proposed rulemakings
last year. They related to (1) restricting continuation and
divisional application practice, (2) restricting the number of
claims that will be examined without imposition of serious
cost and estoppel burdens, and (3) imposing serious cost
and estoppel burdens for inclusion of numerous references
and/or foreign-language references in Information
Disclosure Statements (IDS's) submitted in satisfaction of
the U.S. duty of disclosure.

These proposed rulemakings were strongly opposed in
public comments from our firm and from hundreds of other
individuals, firms and organizations. The USPTO has since
been studying and revising the proposed rulemakings. On
various occasions, it has hinted that it was considering
dropping them; on other occasions, it has indicated that it is
simply revising them.

We have now learned that the USPTO has revised
(1) the continuation/divisional application proposed
rulemaking and (2) the claim-number proposed rulemaking,
and has submitted the revised proposed rules to the U.S.
Office of Management and Budget (OMB) for approval of
making them final. This is generally at least a 90-day
process; in view of the controversial nature of the proposed
rules and the impositions of serious substantive and
financial burdens in the proposed rules, it may be a
substantially longer process. However, if the OMB
approves the final rules, they may become effective as early
as late this summer or this fall (possibly thirty days after
they are published).

In addition, it is our understanding that a revision of the
IDS proposed rulemaking is now with the Commissioner of
the USPTO for his final approval, and may be submitted to
the OMB shortly. Thus it also could be made final and
become effective late this summer or this fall if it is not
delayed in the OMB review process.

The details of the revisions are not yet publicly
available. We will continue to monitor the situation and
keep you promptly informed of further developments.
Meanwhile, please do not hesitate to contact us with any
guestions or comments.

* % * * %

Oliff & Berridge, PLC is a full-service Intellectual Property law
firm based in historic Alexandria, Virginia. The firm specializes
in patent, copyright, trademark, and antitrust law and litigation,
and represents a large and diverse group of domestic and
international clients, including businesses ranging from large
multinational corporations to small privately owned companies,
major universities, and individual entrepreneurs.

This Special Report is intended to provide information about legal
issues of current interest. It is not intended as legal advice and
does not constitute an opinion of Oliff & Berridge, PLC. Readers
should seek the advice of professional counsel before acting upon
any of the information contained herein.

For further information, please contact us by telephone at

(703) 836-6400, facsimile at (703) 836-2787, e-mail at
email@oliff.com or mail at 277 South Washington Street, Suite
500, Alexandria, Virginia 22314. Information about our firm can
also be found on our web site, www.oliff.com.
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